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Interview Summary 



Application No. 



09/375,246 



Jehanne E Souaya 



Examiner 



Applicant(s) 



Art Unit 



PERUCHO ETAL 



1634 



All participants (applicant, applicant's representative, PTO personnel): 



(1 ) Jehanne E Souava . 



(31 



(2) Manuel Perucho . 



(4). 



Date of Interview: 30 July 2003 , 

Type: a)n Telephonic b)n Video Conference 

c)El Personal [copy given to: 1)H applicant 2)D applicant's representative] 

Exhibit shown or demonstration conducted: d)S Yes e)n No. 

If Yes, brief description: PowerPoint presentation reQardina data (GDF) on colorectal and gastric cancer . 

Ciaim(s) discussed: 1-11,13-21 and 23 . 

Identification of prior art discussed: Peinado et al: Yasuda et al: Perucho . 

Agreement with respect to the claims fjQ was reached, g)^ was not reached, h)^ N/A. 



Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: See Continuation Sheet . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 



THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY 
FORM, WICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record of Interview requirements on reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 




U.S. Patent and Trademark Office 



PTO-413 (Rev. 04-03) 



Interview Summary 



Paper No. 1 



Continuation She t (PTO-413) 



Application No. 09/375,246 



Continuation of Substance of Interview including description of the general nature of what was agreed to if an 
agreement was reached, or any other comments: Discussed the difference between the Peinado et al reference and 
Perucho reference and the instantly pending claims. Applicant raised the issue that neither Peinado et al nor Perucho 
teach using AP-PCR fingerprint as a prognostic indicator, and that neither reference teach analyzing normal, primary 
lumor, and metastatic tumor samples from the same patient. Discussed finding support in the provisional application 
for GDF. THe examiner suggested raising these issues In the response. 
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Application No. 09/375,246. PERUCHO ET AL Examiner: J. Souaya. Art Unit: 1634 



SUBSTANCE OF INTERVIEW OF JULY 30. 2003 



The Applicant and the Patent Examiner discussed the Applicants' data sent prior to the 
interview as a Power Point presentation that included the overall view in Applicants' opinion of the 
scope of the instant patent application, the nature of the invention, and the chronological outline of the 
prior art sustaining and making possible the instant application. 

During the interview, aspects related to prior disclosures from three previous publications 
from the applicants' research group, namely Peinado et al, 1992; Yasuda et al, 1996, and Perucho, 
1996, were discussed. Also, the publication of Arribas et al, 1997 was addressed by the applicant. 

In brief. Applicant argued that Peinado et al, 1992 taught a method to generate DNA 
fingerprints from colon cancers using the AP-PCR method, which is the subject of a prior patent, but 
there was no disclosure on the usefulness of the method for cancer prognosis, nor disclosed the 
comparative analysis of the fingerprints of normal tissue, primary tumor and metastatic tumor. 

Yasuda et al, 1996 only taught a method to localize the fingerprint bands in the 
chromosomes, which is not germane to the instant application, as it is not claimed such method for 
chromosomal localization. Such a method would be obsolete and without any practical value now, 
because the sequence of the human genome has been essentially completed. 

Perucho 1996 is the extended abstract of a talk given in the Princess Takamatsu Symposium 
in Tokyo and only addressed the AP-PCR method in general terms in the two introductory paragraphs. 
There is no mention of the inclusion in the same experiment of normal, primary and metastatic tissue 
from the same patients. 

The Arribas et al paper of October 1 997 on the other hand, disclosed the application of AP- 
PCR fingerprinting for the estimation of the extent of genomic damage and the value of this estimation 
(genomic damage fraction or GDF) as a cancer prognostic indicator, which composes the first claims of 
the instant application. As the provisional application was filed on August 1 998, Arribas et al. was not 
impeding for prior art. However, explicit description of the GDF was neglected in the provisional 
application, and only an implicit description was included. These topics are developed further in the 
RESPONSE to the Patent Office. 
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